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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication In this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 32 and 36-37 are rejected under 35 U.S.C. 102(b) as being unpatentable 
by Hicks C353). 

Regarding claim 37, Hicks ('353) discloses a print control apparatus (printing 
system, See Figure 1) which operates to print presentation material (Transparencies, 
See Figure 3) and distribution material (Handout Set, See Figure 3) that includes a job 
issue unit adapted to issue a print job according to the print settings detemnined by the 
user (the user interface issues the print job whenever printing is ordered by the user, 
See Col. 10, Line 14-16) as well as a judgment unit (touch screen, See Figure 2) to tell 
whether or not the print settings set by the user corresponds to the presentation mode 
(the user selects whether to have the transparencies as an output or not, See Col. 7, 
Line 4-10). There is also a unit adapted to execute ordinary print process when it is 
judged that the print setting does not correspond to the presentation mode (if the user 
does not select the transparencies screen button, the presentation mode is not 
outputted, and instead, regular printing is done. See Figure 2; Col. 7, Line 4-6), since it 
is a color electrophotographic printing/copying machine, See Col. 6, Line 50-53). When 
it is determined though that the print settings corresponds to the presentation mode, a 
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command is added to the presentation mode, which designates the presentation mode 
(the transparencies settings, See Figure 3), the number of copies of the distribution 
material (the quantity, See Figure 3), and a color setting command of the distribution 
material (the color setting of the handout set, See Figure 3), and execute the 
presentation-mode print process within one job (once the user sets the sequence to 
output the presentation print process, the job is outputted together, See Col. 9, Line 58- 
60). 

Regarding claims 32 and 36, the rationale provided in the rejection of claim 37 is 
incorporated herein. In addition, the print control apparatus of claim 37 corresponds to 
{he method of claim 32 and the computer-readable storage medium of claim of claim 36 
and provides the steps disclosed herein. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set . 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

Claims 33-35 and 38-40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hicks (^353) in view of Simpson (Pub. # 20020066989) and Sagman. 

Regarding claim 38, Hicks ('353) discloses that whenever the presentation-mode 
print process is executed (the user selects transparencies as the designated output, 
See Col. 7, Line 7-10) the print control apparatus (printing system. See Figure 1) also 
includes a unit to execute the color setting of the presentation material (the user selects 
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the different options for color, See Figure 3; Col. 7, Line 42-45), a unit adapted to print 
the presentation material (the electrophotographic printing/copying machine, See Figure 
1 ; Col. 6, Line 50-53), a unit to set the number of copies set for the distribution material 
(the quantity for the sets, See the number set for Quantity within Figure 3; Col. 9. Line 
58-60), a unit adapted to print the distribution material based on the color setting and 
the number of print sets (the user selects the color for the handout sets, See Figure 3; 
Col. 7, Line 64-67. and the quantity to be printed. See Col. 9, Line 58-60). 

Hicks ('353) does not disclose a unit to temporarily store print data of the print job 
in a memory of the print device, and a unit to execute an N-in-1 layout process for the 
distribution material. 

Simpson (Pub. # 20020066989) discloses memory (See Figure 1, Element 130) 
within the printer (See Figure 1 , Element 1 10) to store the document (the memory 
stores the document in the print ready form, See Page 2. Paragraph 0016). 

Sagman discloses within Microsoft Power Point, a user can select a an N-in-1 
layout process for the distribution material, such as a predetermined number of pages to 
be put onto one recording paper and distribute it as a handout. 

It would have been obvious to one skilled in the art at the time of invention by the 
applicant to have the memory within the print device as described by Simpson (Pub. # 
20020066989) and also the N-in-1 layout process as described by Sagman and 
incorporate it into the multi-function printing apparatus of Hicks ('353). By including 
memory, such as RAM, within the printer allows any settings the user changed to be 
saved in case any other modifications need to be included prior to printing the 



Application/Control Number: 10/023,750 Page 5 

Art Unit: 2624 

document. Also, adding a predetermined number of pages to print out onto one 
recording paper, it gives people room to put notes down for each slide of the distribution 
material. 

Regarding claim 39, Hicks C353) discloses each unit that executes the color 
setting for the presentation material (transparencies, See Figure 3) and the distribution 
material (handout set, See Figure 3) is adapted to select either monochrome (black and 
white) or color printing (the user is able to select the color setting for the each material 
prior to printing the set, See Figure 3; Col. 7, Line 43-46 and Line 65-67). 

Regarding claim 40, Hicks (*353) discloses the print control apparatus also 
includes a stapling execution unit such that the unit adapted to print the presentation 
material executes printing on a transparent sheet and even though it is instructed to 
execute stapling, the presentation material is not stapled together, but the distribution 
material is (the handout sets can be stapled together using a stapler. See Col. 10, Line 
19-22) but since the presentation material is shown one-by-one on a projector, it cannot 
be stapled together. 

Regarding claims 33-35, the rationale provided in the rejection of claims 38-40 is 
incorporated herein respectively. In addition, the print control apparatus of claims 38-40 
corresponds to the method of claims 33-35 and provides the steps disclosed herein, 
respectively. 

Response to Arguments 

Applicant discloses that the combination of Hicks ('353) and Sagman neither 
disclose nor suggest a command particular to the presentation mode is added to an 
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issued job, such as a command to designate the presentation mode, the number of 
copies of the distribution material, and a color setting of the distribution material. Hicks 
C353) discloses that by selecting the transparencies (presentation mode), the user is 
presented with additional commands in order to properly output the material however 
the user wishes. For example, the user is able to select the designate the presentation 
mode (select any transparency settings. See Figure 3), a color setting for the handout 
set (distribution material. See Figure 3), any additional sheets for the handout set and a 
total quantity for the presentation material (See Figure 3). Thus, Hicks ('353) is able to 
overcome all the limitations the applicant discloses within the invention. Based on the 
facts, this action is made final. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Tonkin (702) and Han (Pub. # 20030103237). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vincent M. Rudolph whose telephone number is (571) 

272- 8243. The examiner can normally be reached on Monday through Friday 8 A.M. - 
4:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (571) 272-7471. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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